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DETAILED ACTION 

Amendment filed on November 17, 2006 has been acknowledged. Claims 26-55 
are pending. 

Response to Amendment 

Upon further consideration, Examiner is withdrawing finality and a new rejection 
has been applied. See below. 

Claim Rejections • 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 26-27 and 35-36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kath (US 5945070). 

Kath teaches a fluid-holding vessel (1) comprising an open end, a closed end 
and a side wall/bottom of the vessel having an inner surface and a specimen retrieval 
device comprising a swab (6) having a handle member (7), the specimen retrieval 
device contained within the vessel (1). Kath further teaches a peirceable cap (12 and 
13) fixed to the open end of the vessel (1), wherein the cap positions the specimen 
retrieval device along the inner surface of the vessel, such that the specimen retrieval 
device does not significantly interfere with the movement of a fluid transfer device (15) 
into or out of the collection device. The handle member (7) includes a score line (the 
joint between member (3) and member (7)) to facilitate removing a portion of the handle 
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prior to fixing the cap onto the open end of the vessel (1). Kath does not explicitly teach 
that the cap can be pierced by the pipette tip with the application of less than 8 pounds 
force. It is inherent that the cap is pierced by the pipette tip (1 5) with some amount of 
force that is less than 8 pounds force. The cap (12 and 13) and the vessel (1) include 
mated threads and the cap is screwed onto the open end of the vessel (1). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 33 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kath in view of Shillington (US 46001 12). 

Refer above for the teachings of Kath. 

Kath fails to teach wherein the cap has a generally conical inner wall wherein the 
inner wall includes a plurality of radially extending striations. 

Shillington teaches a pass-through closure. The cap (10) has a generally conical 
inner wall wherein the inner wall includes a plurality of radially extending striations. 
(See Figure 3) 

It would have been obvious to a person of ordinary skill in the art to modify the 
device of Kath such that the cap has a generally conical inner wall wherein the inner 
wall includes a plurality of radially extending striations in order to inhibit the insertion 
and withdrawal of a hand to retrieve an article from the vessel. 

7. Claims 28-32, 37-42, 45-51 and 54-55 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kath (US 5945070) in view of Percarpio (US 4301936). 

Refer above for the teachings of Kath. 

Kath fails to teach the fluid transfer device is a plastic pipette tip and wherein the 
cap and the vessel are each formed from a plastic resin. Kath fails to teach the cap 
further comprises a wick for inhibiting the release of an aerosol or bubbles from the 
collection device wherein the wick is a pile fabric. Kath further fails to teach the cap 
includes a seal for retaining the wick within the cap. 
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Percarpio teaches a closure assembly for a vessel. The cap comprises a wick 
(56) for inhibiting the release of an aerosol or bubbles from the collection device 
wherein the wick is a pile fabric/foam. Percarpio further teaches a seal (10) for retaining 
the wick (56) within the cap (50). (See Col. 8, Lines 55-63) 

It is conventionally known that it would be advantageous to use plastic because it 
is inexpensive, inert, lightweight and readily available. (See In re Leshin) 

It would have been obvious to a person of ordinary skill in the art to modify the 
device of Kath such that the fluid transfer device is a plastic pipette tip and the cap and 
vessel are each formed from a plastic resin in order to gain the above advantages and 
the selection of a known material based on its suitability for its intended use is obvious. 
(See In re Leshin) 

It would have been obvious to a person of ordinary skill in the art to modify the 
device of Kath such that the cap comprises a wick a wick for inhibiting the release of an 
aerosol or bubbles from the collection device wherein the wick is a pile fabric and a seal 
for retaining the wick within the cap in order to halting the flow of material through the 
needle and further more requires less force to penetrate with a needle. 
8. Claims 43-44 and 52-53 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kath (US 5945070) in view of Percarpio (US 4301936) as applied to 
claims 37 and 47 above, and further in view of Shillington. 

Refer above for the teachings of Kath and Percarpio. 

Kath and Percarpio fail to teach the cap has a generally conical inner wall 
wherein the inner wall includes a plurality of radially extending striations. 
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Shillington teaches a pass-through closure. The cap (10) has a generally conical 
inner wall wherein the inner wall includes a plurality of radially extending striations. 
(See Figure 3) 

It would have been obvious to a person of ordinary skill in the art to modify the 
device of Kath in view of Percarpio such that the cap has a generally conical inner wall 
wherein the inner wall includes a plurality of radially extending striations as suggested 
by Shillington in order to inhibit the insertion and withdrawal of a hand to retrieve an 
article from the vessel. 

Response to Arguments 

9. Applicant's arguments with respect to claims 26-55 have been considered but are 
moot in view of the new ground(s) of rejection. See the above rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jyoti Nagpaul whose telephone number is 571-272- 
1273. The examiner can normally be reached on Monday thru Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 




